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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-49 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Particularly, claims 1 and 13 recites limitation 
"wherein the economic transaction comprises an acquisition of where Examiner is 
unable to file reference to "acquisition" in original specification. Applicant should point 
out where this "acquisition" can be found in original specification. Examiner assumes 
"acquisition of goods or services" is purchasing or ordering or goods or services (page 7 
of spec). In claim 13, "operable" and in claim 49 "adjusts" and "proportionality" are not 
fount in original specification. Please remove all words (limitations), which are not 
supported by the original specification. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 1-12 and 48-49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nieboer et al (hereinafter Nieboer - US 6,418,419) in view of Kalina 
(US 6,243,688). 

Re. Claim 1, Nieboer discloses a system, method and apparatus [Abstract; Figures], an 
identifier that identifies a customer relative to an ownership position in a company [C1 1 
L1-L61], 

a transactional component that facilitates an economic transaction [Abstract; C1 
L5-L42], 

a transactional relay component, communicatively coupled to the transactional 
component, that facilitates a response to a server system regarding the economic 
transaction, the response including the identifier for the server system to locate 
additional information on the customer and to associate the economic activity with the 
customer [Figures 1-3; C5 L15 to C6 L40]. 

Nieboer does not explicitly disclose wherein the economic transaction comprises 
an acquisition of goods or services from the company, one or more economic 
transactions representing economic activity, and economic activity with the customer for 
determining entitlement of ownership of stocks in the company. 

However, Kalina discloses these features [Abstract; col. 1 lines 14-25, 40-48; col. 
2 lines 12-16, 30-33, 45-48; col. 5 lines 51-57; entitlement = eligibility] to provide 
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incentives to customer to participate in loyalty program and retain the customer base. It 
would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to combine the disclosure of Nieboer and Kalina to provide an 
incentive method for consumers to participate in loyalty program where the consumer 
will be able to exchange its purchase credit awards to investment vehicle. 

Re. Claims 2 and 4, Nieboer discloses wherein the client communicates to the server 
through an interconnected network [Figures 1-3; C1 L5-L42; C2 L40-L43], and wherein 
the economic transaction is a transaction taking place through an interconnected 
network [Figures 1-3; C1 L5-L42; C2 L40-L43]. 

Re. Claims 3, 5-12 Nieboer discloses wherein the transactional component is circuitry 
facilitating a transaction (terminal) [C22 L47-L50], the other source comprising a 
personal digital assistant (workstation such as PC) [C20 L37-L60]. And wherein the 
identifier is received from another source (database) [C3 L33-L35]. Nieboer or Kalina 
does not explicitly disclose wherein the transactional relay component is a mass storage 
device (RAM, hard drive, etc), 

wherein the transactional component is a web browser, wherein the transactional 
relay component is a wireless network interface, the other source comprising a wireless 
networking device, the other source comprising a wireless device, and the other source 
comprising digital smart card. 
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However, a web browser, a wireless network interface, the other source 
comprising a wireless networking device, the other source comprising a wireless device 
and the other source comprising digital smart card are will known method/mode of 
communications and identification (smart card), and it would have been obvious at the 
time the invention was made to a person having ordinary skill in the art to modify the 
disclosures of Nieboer and include wireless communication system and web browser to 
use the capability of these new common mode of communication which provides the 
user more flexibility to trade remotely and smart card to identify the customer. 

Re. Claim 48, Nieboer discloses wherein the server system associates the economic 
activity with the ownership position of the customer [C5 L15 to C6 L40]. 

Re. Claim 49, Nieboer or Kalina does not explicitly disclose adjusts the ownership 
position according to the economic activity of the customer, wherein the ownership 
position and the economic activity have a direct proportionality. However, it is well 
known that a partner in business, mutual fund owner or stock holder of a company is an 
owner of part of the business, mutual fund or company assets which is proportional to 
his/her holdings. It would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to modify the disclosures of Nieboer and Kalina 
and include an accounting system to provide a method to calculate the portion of the 
ownership of the holdings and adjust the ownership accordingly. 
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Claims 13-47 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nieboer 
in view of Kalina and Martin et al f 1991 f "Basic financial Management", 5th Edition, 
Prentice Hall Inc., ISBN 0-13-060807-6 (hereinafter Martin). 

Re. Claims 33, 38-39 Nieboer discloses monitoring economic activity associated with 
the individual [see entire document of Nieboer particularly; Abstract; Figures 1-3, 16; C1 
L5-L41; C2 L18-L22; C15 L50 to C16 L67]; 

and limiting the risk associated with the first type of ownership to an amount less 
than the investment [C3 L15-L21; C11 L1-L60; C19 L64-L67]. 

Nieboer does not explicitly disclose - offering an individual an opportunity to convert the 
individual's first type of ownership in the entity to the second type of ownership interest 
based upon predefined criteria, wherein the first ownership interest is preferred stock, 
and wherein the second ownership interest is common stock, and wherein the economic 
transaction comprises an acquisition of goods or services from the company, one or 
more economic transactions representing economic activity, and economic activity with 
the customer for determining entitlement of ownership of stocks in the company. 
Nieboer does not explicitly disclose - offering an individual an opportunity to convert the 
individual's first type of ownership in the entity to the second type of ownership interest 
based upon predefined criteria, wherein the first ownership interest is preferred stock, 
and wherein the second ownership interest is common stock. 
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However, Martin disclose offering an individual an opportunity to convert the individual's 
first type of ownership in the entity to the second type of ownership interest based upon 
predefined criteria, wherein the first ownership interest is preferred stock, and wherein 
the second ownership interest is common stock, ( preferred stock or first type ownership 
and common stock or second type ownership) [see chapter 20 of Martin pages 743-757, 
specially pages 1 and 747] to allow the individual to convert his/her income type security 
such as preferred stocks (stable income) to different type of security such as common 
stocks and benefit from rise in the price of common stock. 

Kalina discloses wherein the economic transaction comprises an acquisition of goods or 
services from the company, one or more economic transactions representing economic 
activity, and economic activity with the customer for determining entitlement of 
ownership of stocks in the company [Abstract; col. 1 lines 14-25, 40-48; col. 2 lines 12- 
16, 30-33, 45-48; col. 5 lines 51-57; entitlement = eligibility] to provide incentives to 
customer to participate in loyalty program and retain the customer base. It would have 
been obvious at the time the invention was made to a person having ordinary skill in the 
art to combine the disclosure of Nieboer, Kalina and Martin to provide an incentive 
method for consumers to participate in loyalty program where the consumer will be able 
to exchange its purchase credit awards to investment vehicle. 

Re. Claims 34-37, Nieboer discloses the step of monitoring taking place through an 
interconnected network [C1 L5-L13; C1 L32-L33; C2 L42] and wherein the economic 
activity is effectuated by a network appliance (terminal) [C22 L47-L50]. Nieboer does 
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not explicitly disclose monitoring occurring over a web browser, and wherein the 
economic activity is effectuated by a wireless device. However, web browsers and 
wireless communication systems are will known, and it would have been obvious at the 
time the invention was made to a person having ordinary skill in the art to modify the 
disclosures of Nieboer and Martin to include wireless communication system and web 
browser to use the capability of these new common mode of communication which 
provides the user more flexibility to trade remotely. 

Re. Claim 40, Nieboer discloses wherein the predetermined criteria is a level of 
economic activity (conditional offer) [C3 L48-L67]. 

Re. Claim 41 , Martin further discloses wherein the first ownership interest has an 
expiration time [Page 745] to allow the owner to convert the security before number of 
years have passed. It would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to modify the disclosure of Nieboer and include an 
expiration time for the first ownership interest to allow the owner to change the security 
per specified time stated in original issue. 

Re. Claims 42-47, Nieboer discloses the step of limiting the risk comprising investing a 
portion a proceeds from the investment into a fixed income investment (bond) [C1 L5- 
L13; C15 L50 to C18 L50], the step of limiting the risk comprising investing a portion a 
proceeds from the investment into a bond (treasury to bonds) [C1 L5-L13; C15 L50 to 
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C18 L50], the step of limiting the risk comprising investing a portion of the amount of 
investment with a guarantor (option trader) [C1 L5-L13; C15 L50 to C18 L50]. Neither 
Nieboer nor Martin explicitly discloses the step of limiting the risk comprising securing a 
financial guarantee from a third party, wherein the amount less than the investment is 
zero, and wherein the amount less than the investment is less than 20% of the 
investment amount. However these are will-known features to one skill in the art of 
trading. It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to modify the disclosures of Nieboer and Martin and 
specify the risk level, which is acceptable to investor (trader) in case of losses. 

Re. Claim 13, Nieboer discloses a transactional reception component that receives 
information on an economic transaction relating to an individual [Figure 1 # 1; C4 L5- 
L10], a transactional processing component, communicatively coupled to the 
transactional reception component, that determines in what form the individual may 
participate in ownership of the company [C1 L5-L13; C1 L32-L33; C2 L40-L44; C22 
L47-L50], and the risk associated with the first form of ownership being limited to a 
predetermined amount, the predetermined amount being less than an initial investment 
of the individual in the first form of ownership [C3 L15-L21; C11 L1-L60; C19 L64-L67], 
and a data storage medium, communicatively coupled to the transactional processing 
component, that stores information on ownership rights in the company relating to the 
individual (database) [C8 L18]. Nieboer does not explicitly disclose the transactional 
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processing component determining that the individual is entitled to convert a first form of 
ownership in the company to a second form of ownership. 

However, Martin disclose this feature ( preferred stock or first type ownership and 
common stock or second type ownership) [see chapter 20 of Martin pages 743-757, 
specially pages 1 and 747] to allow the individual to convert his/her income type security 
such as preferred stocks (stable income) to different type of security such as common 
stocks and benefit from rise in the price of common stock. 

Re. Claim 18, Nieboer discloses wherein the predetermined criteria is a level of 
economic activity [C1 L5-L41; C2 L18-L22; C15 L50 to C16 L67]. 

Re. Claims 17, 20-21 , Martin further discloses wherein the conversion from the first form 
to the second form is based on a predetermined criteria, wherein the first form of 
ownership is a preferred stock, and wherein the second form of ownership is a common 
stock [Martin - pages 743-757, specially pages 1 and 747]. to allow the individual to 
convert his/her income type security such as preferred stocks (stable income) to 
different type of security such as common stocks and benefit from rise in the price of 
common stock. 

Re. Claims 14-16 and 19, neither Nieboer nor Martin explicitly discloses wherein the 
transactional reception component is an interface to an interconnected network, wherein 
the transactional reception component is a mass storage device reader, and wherein 
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the transactional reception component is a keyboard, and wherein the data storage 
medium is a semiconductor memory. However these are found in most client/server 
system (e.g. online trading systems). 

Re. Claims 22-23, claims 22-23 are rejected with same rational claim 42-47. 

Re. Claims 24-27, claims 24-27 are rejected with same rational as claims 13-16. 

Re. Claim 28, claim 28 is rejected with same rational as claim 17. 

Re. Claim 29, claim 29 is rejected with same rational as claim 18. 

Re. Claim 30, claim 30 is rejected with same rational as claim 19. 

Re. Claims 28, 31 and 32, claims 28, 31-32 are rejected with same rational as claim 17, 

20-21. 

2. Newly submitted claims 50-68 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: original claims 
where directed to determining entitlement of ownership in a company. The present 
introduced new claims are directed to providing an ownership in a entity having first and 
second type of ownership interest. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 50-68 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 


Application/Control Number: 09/834,035 Page 12 

Art Unit: 3628 

Response to Arguments 

3. Applicant's arguments with respect to pending claims have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

4. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Harish T. Dass whose telephone number is 571-272- 
6793. The examiner can normally be reached on 8:00 AM to 4:50 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 571-272-6799. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 


Application/Control Number: 09/834,035 


Page 13 


Art Unit: 3628 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Harish T Dass 
Examiner 

Art Unit 3628 _ ^ 
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